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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 23 January 2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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7) 0 Claim(s) is/are objected to. 
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Application Papers 
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DETAILED ACTION 

Specification 

1 . The amendment filed 8/20/2008 is objected to under 35 U.S.C. 1 32(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: an overmold that 
integrates modules into a desired form factor, but, where flexible, allows relative 
intermodule motion. Although the Examiner was able to find support for various 
structures to prevent intermodule motion, this is not a disclosure that the modules have 
relative motion, or that this intermodule motion is provided by virtue of the overmold. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-10, 12-15, and 19-21 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Regarding claims 1 and 
9, the Examiner was unable to find support in the originally-filed disclosure for an 
overmold that integrates modules into a desired form factor, but, where flexible, allows 
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relative intermodule motion. Although the Examiner was able to find support for various 
structures to prevent intermodule motion, this is not a disclosure that the modules have 
relative motion, or that this intermodule motion is provided by virtue of the overmold. 
Regarding claim 19, the Examiner was unable to find support in the originally-filed 
disclosure for a housing of the control module that is hermetic. Although the original 
disclosure indicates that hermetic IMD housings are known in the prior art, the Examiner 
was unable to locate support for a hermetic control module. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-5, 8-10, 12-13, 15, and 19-21 are rejected under 35 U.S.C. 102(a/e) as 
being unpatentable over Berrang et al. (US 6,358,281 , hereinafter "Berrang"), or in the 
alternative, under 103(a) over Berrang in view of Correas (US 6,112,120, hereinafter 
"Correas"). 

8. In regards to claims 1 and 9, Berrang discloses an implantable device comprising 
at least two interconnected modules (Fig. 2, elements 18 and 21 , and the material 
directly surrounding elements 18 and 21, such as 24, 20, 25, and 23), each having a 
housing (24, 20, 25, and 23); and an overmold encapsulating each of the housings (col. 

9. lines 51-62 and col. 11, line 55-col. 12, line 25; element 6; and the disclosed gold and 
titanium, platinum, silicone, and/or any combination of these) comprising a first material 
and a second material (the disclosed gold and titanium, platinum, silicone, and/or any 
combination of these; col. 9, lines 51-62; and element 6) one of which is at least partially 
flexible to allow relative motion between the modules (element 6 and col. 9, lines 51-62) 
and comprising a lead connection module (Fig. 1, element 6) configured to accept an 
external lead (16), the module (6) being embedded within the overmold (because it too 
is coated with the gold and silicone disclosed at col. 9, lines 51-62), and the module (6) 
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inherently comprises at least one feed-through wire that connects the lead (16) to the 
power source and control electronics housed within the other two modules (depicted in 
element 6 in Fig. 2, but lacking a reference numeral). Please note an alternate 
interpretation wherein electronic module (21) is housed by support disc (33) and battery 
(18) inherently comprises its own housing because the battery is a lithium ion or nickel 
metal hydride-type (col. 12, line 55). These batteries contain liquid electrolytes, 
necessitating a housing. Berrang does not expressly disclose that the lead (16) is 
"separable from the lead connection module." However, the lead is constructed of 
platinum and an inert polymer (col. 11, lines 3-27), which is inherently "separable from 
the lead connection module" by use of, e.g., wire cutters. In the alternative, Correas 
teaches a cochlear implant system (col. 1, line 16) having a lead that is manually 
separable and re-attachable to a lead connection module to provide the predictable 
result of allowing convenient immobilization of a lead on a generator by a surgeon 
without risk of inopportune disconnection (col. 1, lines 58-62). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify Berrang's invention by providing a lead that is manually separable and re- 
attachable to a lead connection module to provide the predictable result of allowing 
convenient immobilization of a lead on a generator by a surgeon without risk of 
inopportune disconnection. 

9. In regards to claim 2, at least one module contains electronic components (21 ). 

10. In regards to claims 3 and 13, the overmold comprises a first material and a 
second material (col. 9, lines 51-62 and col. 12, line 8) and the lead connection module 
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is embedded within the first material (because the lead conductors must pass through 
all coating materials (the epoxy, gold, palladium, titanium, and silicone of col. 9, lines 
51 -62 and col. 1 2, line 20) to reach the outside of the device, the lead connection 
module is "embedded in" the "first material"). This connection module comprises the 
conductors that connect 16 with the internal electronics 21 . 

11. In regards to claims 4 and 1 0, the first material is non-elastomeric (gold). 

12. In regards to claim 5, the device includes at least one feed-through wire (col. 1 1 , 
line 3). 

13. In regards to claim 8, the maximum thickness is between 4 and 8 millimeters (col. 
10, line 9). 

14. In regards to claim 12, the second material is silicone (col. 12, line 25). 

15. In regards to claim 15, the modules are horizontally distributed and separately 
encapsulated by the overmold (Fig. 2). 

16. In regards to claims 1 9 and 20, the at least one of the modules/the control 
module is hermetic via the overmold (col. 12, line 18; with respect to the outside of the 
device). In the alternative, Berrang discloses the claimed invention but does not 
disclose expressly the hermetic control electronics housing. It would have been an 
obvious matter of design choice to a person of ordinary skill in the art to modify the 
control module encapsulation as taught by Berrang with the individual hermetic seal 
because applicant has not disclosed that individual hermetic seals provides an 
advantage, is used for a particular purpose, or solves a stated problem. One of ordinary 
skill in the art, furthermore, would have expected Applicant's invention to perform 
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equally well with the implant as taught by Berrang because both systems hermetically 
seal the components from the body (col. 1 1 , lines 55-67). Therefore, it would have 
been an obvious matter of design choice to modify Berrang's invention to obtain the 
invention as specified in the claims. 

17. In regards to claim 21 , the overmold partially encapsulates each of the housings 
(in this case, the "overmold" is considered to be the epoxy (col. 11, lines 60-66) and the 
bridge 6, i.e., does not include the gold and/or silicone coating). 

18. Claims 6, 7, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Berrang in view of Correas. Berrang discloses the essential features of the 
claimed invention except for an isodiametric lead or tool-less mechanical connection. 
Correas teaches providing implantable devices with isodiametric lead connection 
modules (Fig. 1 ) to allow the use of conventional leads and to provide tool-less lead 
securing (Figs. 5 and 6) to provide the predictable result of a simple implantation that 
requires few implantation implements. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Berrang's 
invention by providing an isodiametric lead connection module to allow the use of 
conventional leads and to provide tool-less lead securing to provide the predictable 
result of a simple implantation that requires few implantation implements. 

Response to Arguments 

19. Applicant's arguments with respect to claims 1-10, 12-15, and 19-21 have been 
considered but are moot in view of the new ground(s) of rejection, necessitated by 
amendment. Please note the 102/103 reasoning for the newly amended "separable" 
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limitation as it applies to claims 1 and 9. Further, Applicant's arguments regarding 
Berrang's lack of disclosure of a separate feed-through wire are not commensurate in 
scope with the claim language because the claim language does not require that the 
feed-through wires be distinct/separate elements. The feed-through wires can 
reasonably be interpreted as the portion of the wires that feed through the bridge 
element of Berrang's invention. Regarding the arguments directed to the newly 
amended limitation drawn to a hermetic control module, please see that 1 12(1) and art 
rejections above. 

Conclusion 

20. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL KAHELIN whose telephone number is 
(571)272-8688. The examiner can normally be reached on M-F, 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on (571) 272-4955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael Kahelin/ 
Examiner, Art Unit 3762 

/Angela D Sykes/ 

Supervisory Patent Examiner, Art Unit 3762 



